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Good afternoon !

• Today, I will look at various cases (mainly from the Supreme Court) 
that examine:

• Sovereign Immunity,

• The Registration Requirement for United States Works,

• Copyright Originality,

• Fair Use,

• Trademarks (Scandalous, Disparaging, Immoral, and Generic Marks), 
and

• Print-on-Demand
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Sovereign Immunity

• In 1985, the U.S. Supreme Court, in Atascadero State Hospital 
v. Scanlon dismissed an employment discrimination case 
because Congress had not provided the requisite “unequivocal 
statutory language” in the Rehabilitation Act of 1973 
necessary to abrogate state sovereign immunity.

• Following Atascadero, in 1988 and 1990 the Ninth Circuit held 
that “anyone” in Section 504 of the Copyright Act and 
“whoever” in Section 271 of the Patent Act were just “general 
language” and not “unequivocal statutory language” to 
properly put States on notice for a lawsuit. (See, BV 
Engineering v. University of California, 858 F.2d 1394 (9th Cir. 
1988), cert. denied, 489 U.S. 1090 (1989)(copyright case); see 
also, Chew v. California, 893 F.2 331 (9th Cir. 1990), cert, denied, 
498 U.S. 810 (1990)(patent case)).
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Sovereign Immunity

• Congress then amended the Copyright, Patent, and Trademark 
statutes to say that “anyone/whoever shall include a State, an 
employee of a State, anyone acting under color of State law” in the 
applicable statute, and added

• No doctrine of Sovereign Immunity, under the Eleventh Amendment 
or under any law shall immunize a State from infringement.

• After all, Congress had amended the statutes under guidance from 
the United States Supreme Court.

• It should have been good…..
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Sovereign Immunity
• But…in 1996, in a case dealing with Native American owned gambling 

casinos, Seminole Tribe of Fla. v. Florida, 517 U.S. 44 (1996), the U.S. 
Supreme Court, by a 5 – 4 split, held that Congress lacked authority 
under the Commerce Clause to abrogate the states' Eleventh 
Amendment immunity.

• The Commerce Clause is found at Article I, clause 8, section 3 of the 
U.S. Constitution. Congress shall have power "To regulate Commerce 
with foreign Nations, and among the several States, and with the 
Indian Tribes."

• The Copyright and Patent Clause is found at Article I, clause 8, section 
8. “To promote the Progress of Science and useful Arts, by securing 
for limited Times to Authors and Inventors the exclusive Right to their 
respective Writings and Discoveries.”
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Sovereign Immunity

• The test case for Patent Infringement and for the Lanham Act was 
brought.  (The case was split into two cases)

• In Florida Prepaid Post-Secondary Education Expense Board v. Florida, 
527 U.S. 627 (1999), a 5-4 Supreme Court held that Eleventh 
Amendment Sovereign Immunity could not be abrogated by Article I 
legislation.  Therefore, the Congress’s Patent Legislation to eliminate 
Sovereign Immunity was unconstitutional.
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Sovereign Immunity

• But..the Fourteenth Amendment came after the Eleventh 
Amendment.

• So, in theory, an action to prevent a “taking without due process and 
just compensation” could be maintained under the Fourteenth 
Amendment.

• But, the Supreme Court said that there had not been a widespread 
pattern of violations by States to support a Fourteenth Amendment 
claim. (There were only 10 cases until 1990)

• The State won the case.
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Sovereign Immunity

• College Savings Bank v. Florida Prepaid Post-Secondary Education 
Expense Board, 527 U.S. 666 (1999), was the Lanham Act case.

• It was also decided by a 5-4 vote.

• The Court said that this was a false advertising case not a trademark 
infringement case.

• The Court reiterated Eleventh Amendment sovereign immunity.

• But it held that if it were a trademark infringement case, there might 
have been a taking, but there is no property right involved to be free 
from false advertising.   

• The State won again.
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Sovereign Immunity

• Notice that a copyright infringement case had not been addressed by 
the Supreme Court.

• Fast forward to Allen v. Cooper, ___U.S. ___, 140 S. Ct. 994 (2020).

• In Allen v. Cooper, Blackbeard’s pirate ship, the Revenge, which ran 
aground on a sandbar a mile off Beaufort, North Carolina in 1718,
was located in 1996 by a company called “Intersal.”  

• Intersal contracted with a videographer named Frederick Allen to 
document the operation. For over a decade, Allen created videos and 
photos of divers’ efforts to salvage the Revenge’s guns, anchors, and 
other remains. He registered copyrights in all those works.
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Sovereign Immunity

• The case deals with North Carolina publishing Allen’s photos and videos on 
the Internet. They tried to settle, but could not agree.

• Allen brought suit.

• The Court held that the Eleventh Amendment barred the Article I suit 
(again.)

• But, the court also said that Section 5 of the Fourteenth Amendment could 
not apply because “[t]here must be a congruence and proportionality 
between the injury to be prevented or remedied and the means adopted 
to that end.” 

• An infringement must be intentional, or at least reckless, to come within 
the reach of the Due Process Clause.
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Sovereign Immunity

• In this case there was no intentional or reckless behavior to justify 
the Fourteenth Amendment claim.

• Also, citing a report from 1988, there was not an ongoing problem 
with states infringing copyrights.  The State won the case.

• Well, it had been over 20 years since Florida Prepaid.

• In the last 20 years, there had been about 80 cases that had been 
heard and dismissed under Florida Prepaid.  

• And, the report that the court relied on was from 1988 !!!

• Why not look at present conditions instead of precedent, especially 
when the facts of the precedent are outdated?
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Sovereign Immunity

• There is a strange quirk to sovereign immunity cases.

• If you bring a case against a State, by naming the state, the case will 
probably be dismissed.

• If you bring a case against the individual officers of the state for 
prospective injunctive relief the case often may proceed.

• This is the Ex Parte Young, exception.

• You may ask a court to enjoin future infringement, but there will be 
no exposure for any past infringement.

• More on this later !
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Registration of Copyrights - Fourth Estate Public Benefit 
Corporation v. Wall-Street.com, LLC, 139 S.Ct. 881 
(2019)
• A case made it up to the United States Supreme Court to resolve the 

issue of “whether an application for a copyright registration was 
sufficient to bring suit” or “whether the registration had to issue in 
order to bring suit.”  There was a split of authority among the Circuit 
Courts of Appeal.

• In Fourth Estate Public Benefit Corporation v. Wall-Street.com, LLC, 
139 S.Ct. 881 (2019), the Supreme Court held that the statute says 
“register,” so a party must wait for the registration to issue before 
bringing suit.

• The arguments for “application” did not satisfy the court.

• Also, if you were denied registration, you could join the Copyright 
Office in a lawsuit against the defendant.
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Registration of Copyrights - Fourth Estate Public Benefit 
Corporation v. Wall-Street.com, LLC, 139 S.Ct. 881 
(2019)
• Question:  Why does the United States have a registration 

requirement at all ?

• § 411 · Registration and civil infringement actions

(b) no civil action for infringement of the copyright in any United 
States work shall be instituted until … registration of the copyright 
claim has been made in accordance with this title.

NOTICE THAT THE REGISTRATION REQUIREMENT IS ONLY FOR UNITED 
STATES WORKS.
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Registration of Copyrights
• When the United States joined the Berne Convention it:

• 1) Made the notice requirements optional;

• 2)  It was well on the way to making the renewal provision automatic 
(it happened in July 1992.)

• 3) It was on the way to passing the Copyright Restoration Act (1994) 
which gave or restored U.S. Copyright Protection to:

• A) works from countries with whom the United States did not have copyright 
relations before.

• B) sound recordings that were fixed before February 1972, and

• C) works that fell into the public domain for failure to comply with a formality 
(the work was not renewed, or it fell into the public domain for being without 
notice or with defective notice, etc.)
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• The next case, Georgia v. Public.Resource.Org, Inc., ___U.S.___, 140 S.Ct. 
1498 (2020), dealt with whether a State’s annotated code – as opposed to 
its unannotated code – was protected by copyright.

• In this case, Public.Resource.org had published the annotated version of 
the code on a freely accessible website.

• The State of Georgia has one official code—the Official Code of Georgia 
Annotated (OCGA). That Code includes the text of every Georgia statute 
currently in force, as well as a set of non-binding annotations that appear 
beneath each statutory provision. 

• The first page of each volume of the OCGA boasts the State’s official seal 
and announces to readers that it is “Published Under Authority of the 
State.”
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• The State of Georgia sued for copyright infringement. 

• The District Court had held that the annotated version had infringed.

• The Eleventh Circuit reversed saying that it had been authored by the 
legislature under the government edicts doctrine.

• The Supreme Court granted certiorari.
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• The Supreme Court, in another 5-4 decision, held that the annotated 
version:

• 1) was created by Lexis/Nexis under a “work made for hire” 
agreement with the the Code Revision Commission, a state entity 
composed mostly of legislators, funded through legislative branch 
appropriations, and staffed by the Office of Legislative Counsel.

• 2) The agreement also states that any copyright in the OCGA vests in 
the State of Georgia, acting through the Commission.
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• A careful examination of our government edicts precedents reveals a 
straightforward rule based on the identity of the author. Under the 
government edicts doctrine, judges—and, we now confirm, 
legislators—may not be considered the “authors” of the works they 
produce in the course of their official duties as judges and 
legislators. 

• That rule applies regardless of whether a given material carries the 
force of law. And it applies to the annotations here because they are 
authored by an arm of the legislature in the course of its official 
duties.
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• The dissent was in total disagreement.

• “After straining to conclude that the Georgia Code Revision 
Commission (Commission) is an arm of the Georgia Legislature…the 
majority concludes that Georgia cannot hold a copyright in the 
annotations that are included as part of the Official Code of Georgia 
Annotated (OCGA).” 

• “This ruling will likely come as a shock to the 25 other jurisdictions—
22 States, 2 Territories, and the District of Columbia—that rely on 
arrangements similar to Georgia’s to produce annotated codes.”
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Copyrightability - Georgia v. Public.Resource.Org, 
Inc., ___U.S.___, 140 S.Ct. 1498 (2020)

• The decision deals with

• 1) who wrote the annotations ?

• 2) what was the relationship between the parties ? 

• 3) were the ”authors” (the State of Georgia under the “work made for 
hire” doctrine engaged in legislative activity to render the works 
uncopyrightable ?

• 4) Why did they State say “Published Under Authority of the State” 
with Georgia’s Official State Seal ?

• It will send a message to other States to revamp their documents  
dealing with the Annotated State Statutes.
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Trademarks – Section 2(a)’s “May Disparage” 
Language.
• There were two different, and bizarre, trademark cases in front of the 

Supreme Court that dealt with whether certain bars on registration 
were constitutional. Let’s look at the statute.

• Section 2 provides that “No trademark by which the goods of the 
applicant may be distinguished from the goods of others shall be 
refused registration on the principal register on account of its nature 
unless it—

• (a) Consists of or comprises immoral, deceptive, or scandalous 
matter; or matter which may disparage or falsely suggest a 
connection with persons, living or dead, institutions, beliefs, or 
national symbols, or bring them into contempt, or disrepute” 
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Trademarks – Matal v. Tam, ___U.S.___,137 S.Ct. 
1744 (2017).

• Matal v. Tam was an interesting case.

• Simon Tam is an Asian-American musician in a rock band.

• He wanted to register the name, “The Slants,” for his band.

• The PTO held that the name, “The Slants,” may disparage Asians and 
rejected the mark.

• Note: In most cases, the party challenging the mark was not the party 
who was registering the mark.  For example, in Harjo v. Washington 
Redskins, the mark was already in existence when a member of a 
Native American tribe attempted to cancel it.
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Trademarks – Matal v. Tam, ___U.S.___,137 
S.Ct. 1744 (2017).
• The “scandalous” and “immoral” language in § 2(a) were not at issue 

in this case.  (They were saved for another case)

• The Trademark Trial and Appeals Board affirmed the rejection under §
2(a).

• It went up to the Federal Circuit on appeal.

• Judge Kimberly Moore first affirmed the TTAB’s rejection.

• Then, I guess, Judge Moore could not sleep well, for she vacated her 
earlier opinion, and wrote an opinion taking the polar opposite view.

• The “may disparage” language in § 2(a) was unconstitutional.
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Trademarks – Matal v. Tam, ___U.S.___,137 
S.Ct. 1744 (2017).
• In all other refusals to register cases, the court had said something 

along the lines of “Registration is no big deal;  you may not be able to 
register the mark under today’s decision, but you may still use the 
mark.  You just cannot have any of the benefits of registration.”

• The benefits of registration include:

• 1) A presumption of validity.

• 2) constructive notice,

• 3) the ability to stop infringing goods from coming into the country,

• 4) the ability to bring an ex parte seizure order against counterfeits.

25



Trademarks – Matal v. Tam, ___U.S.___,137 
S.Ct. 1744 (2017).
• Now, registration was a big deal.

• Judge Moore said, there are substantial substantive benefits that 
one gets from registration and to deny registration is to deny 
benefits.

• Registration is not government speech.

• It is not a government subsidy to registrants.

• And, Section 2(a) is unconstitutional because it:

• 1) is content related and viewpoint based

• 2) It is arbitrarily applied.
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Trademarks – Matal v. Tam, ___U.S.___,137 
S.Ct. 1744 (2017).
• It was appealed to the Supreme Court, which affirmed the case.

• In over 70 years, refusals to register were considered to be in 
accordance with § 2(a).  Why now was it unconstitutional?

• You may now register almost anything, provided that it doesn’t offend 
other Section 2 bars.

• It is unconstitutional; it does not prevent registrations. 

• There are not some agreed upon words that cannot be registered.

• This personally surprised me.  I thought that certain ethnic “hate 
speech” would be disallowed.  
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Trademarks – Iancu v. Brunetti, ___U.S.___, 
139 S. Ct. 2294 (2019)
• This case deals with the “scandalous” and “immoral” bars to 

registration.  

• In Iancu v. Brunetti, the defendant applied to have the word, “FUCT,” 
in connection with clothing registered with the USPTO.

• The PTO rejected it;  the TTAB rejected it.

• Judge Moore, writing for the Federal Circuit reversed the rejection 
and held that the “scandalous” and “immoral” language was 
unconstitutional for largely the same reasons as in Matal v. Tam.

• The Supreme Court took the case because it was invalidated under a 
Constitutional provision.  The Supreme Court affirmed.
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United States Patent and Trademark Office v. 
Booking.com B. V., __U.S.__,140 S.Ct. 2298 (2020)

• In Booking.com, the issue was “may adding a ‘.com’ to a generic mark 
turn the generic term into a Trademark.

• The Supreme Court held that:

• 1) While “Booking” was generic for “making reservations,” 
“Booking.com” was not generic for federal trademark registration 
purposes, and

• 2)  whether any given “generic.com” term is generic for federal 
trademark registration purposes depends on whether consumers in 
fact perceive that term as the name of a class or, instead, as a term 
capable of distinguishing among members of the class.
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United States Patent and Trademark Office v. 
Booking.com B. V., __U.S.__,140 S.Ct. 2298 (2020)

• “Booking.com” would not yield its holder a monopoly on the term 
“booking.”

• There is no categorical rule.

• An unyielding legal rule that entirely disregards consumer perception 
is incompatible with a bedrock principle of the Lanham Act.

• The generic (or non-generic) character of a particular term depends 
on its meaning to consumers, i.e., do consumers in fact perceive the 
term as the name of a class or, instead, as a term capable of 
distinguishing among members of the class.
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United States Patent and Trademark Office v. 
Booking.com B. V., __U.S.__,140 S.Ct. 2298 (2020)

• Dissent:   Justice Breyer

• “What is Booking.com? To answer this question, one need only 
consult the term itself. Respondent provides an online booking 
service. The company’s name informs the consumer of the basic 
nature of its business and nothing more. Therein lies the root of my 
disagreement with the majority.”

• In the Goodyear case, we held that the addition of a corporate 
designation, we explained, “only indicates that parties have formed 
an association or partnership to deal in such goods.” 

• Goodyear is good law.
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Print-on-Demand : Ohio State University v. Redbubble, 
Inc., __F.3d__,2021 WL 728348 (6th Cir. Feb. 25, 2021).

• This case just came down from the Sixth Circuit.

• It reversed and remanded the District Court’s holding in favor of 
Redbubble.

• The case goes against the holdings in Tiffany (NJ) Inc. v. eBay, Inc., 600 
F.3d 93 (2d Cir. 2010), and  Multi Time Mach., Inc. v. Amazon.com, 
Inc., 804 F.3d 930, 938–39 (9th Cir. 2015) which held that eBay and 
Amazon could not be liable for trademark infringement because they 
did not have  “specific knowledge” of infringement, just general 
knowledge. 
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Print-on-Demand : Ohio State University v. Redbubble, 
Inc., __F.3d__,2021 WL 728348 (6th Cir. Feb. 25, 2021).

• In the United States trademark infringement cases against eBay and 
Amazon the online sellers were only an “intermediary” and did not control 
any of the activity.

• The Courts said that “eBay” (and Amazon) had only a “general knowledge” 
of infringement and lacked the “specific knowledge” for trademark 
infringement. (In France, LVMH v. eBay and Hermes v. eBay, the online 
marketplace faced liability for selling counterfeits online.) 

• In the United States, the Internet can do no harm…at least up till now.

• The question in this case was, “Did Redbubble have enough control and 
involvement in its site to make it liable for infringement?”
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Print-on-Demand : Ohio State University v. Redbubble, 
Inc., __F.3d__,2021 WL 728348 (6th Cir. Feb. 25, 2021).

• Redbubble runs a print-on-demand website.

• Users upload images to the website for others to use to make T-shirts, 
coffee cups, keyrings, etc.

• A customer sees what has been uploaded by other users, and 
chooses from among the designs that he sees.

• When he sees a design that he likes, he chooses an item on which the 
design is to be placed.
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Print-on-Demand : Ohio State University v. Redbubble, 
Inc., __F.3d__,2021 WL 728348 (6th Cir. Feb. 25, 2021).

• Redbubble takes the designs, places them on the item, ships the 
item(s) to the customer(s) in Redbubble packaging and with 
Redbubble information inside.

• The Sixth Circuit held that unlike eBay or Amazon, Redbubble had 
enough involvement and control of the entire operation to face 
liability for trademark infringement.

• The case was reversed and remanded to the District Court for 
additional consideration.
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“Fair Use” decisions are all over the place !

• Some background on “fair use” in the United States.

• For the first years of the new Copyright Act, you could make some 
generalizations about fair use.

• 1) the purpose and character of the use, including whether such use 
is of a commercial nature or is for nonprofit educational purposes;

• The first factor was on a continuum from commercial on one side to 
educational/non-profit on the other. If it were commercial, an “unfair 
use” was presumed.  It could be rebutted, however.
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“Fair Use”
• 2) the nature of the copyrighted work – The nature of the work took 

into consideration whether the work was informational (which would 
result in the work having less protection) or whether the work was 
fictional or creative (which would result in the work having more 
protection.)

• 3) the amount and substantiality of the portion used in relation to the 
copyrighted work as a whole.  This used to mean the portion used in 
comparison to the whole copyrighted work.   It has changed 
dramatically in the last few years.

• 4) the effect of the use upon the potential market for or value of the 
copyrighted work.  Courts would look at the actual market and the 
potential market for a work.  A copyright holder used to be able to 
stop another user in an unused and unexploited market.
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Fair Use

• Campbell v. Acuff-Rose Music, 510 U.S. 569 (1994) changed 
everything in “fair use.”

• Acuff-Rose was a music parody case.  The group 2 Live Crew parodied 
Roy Orbison’s “Pretty Woman.”

• Some background:  In 1990, Judge Pierre Leval wrote an article that 
appeared in the Harvard Law Review called Toward a Fair Use 
Standard.  Judge Leval write the article largely to complain about 
being reversed by the Second Circuit in a number of cases.

• In the article, Judge Leval wrote that if a new work was 
transformative – if it didn’t merely supersede the work but gave it 
‘something new’ – it favored fair use.
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Fair Use

• The choice of the work, “transformative,” is unfortunate because the 
definition of a “derivative work” is a work that “recasts, modifies, or 
transforms” a preexisting work.  

• Under § 106(2) of the Copyright Act, to prepare derivative works is 
one of the exclusive rights of the copyright holder.

• Buy under Judge Leval’s notion of “fair use” if you “transform” a work, 
it can be a “fair use?!”

• This is an inconsistency that has bothered judges and professors for 
years.
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Campbell v. Acuff-Rose Music, 510 U.S. 569 
(1994)
• Nonetheless, Justice Souter, in Campbell v. Acuff-Rose said that “the 

more transformative the work, the less the other factors, including 
commercialism, will matter.”

• This has become a mantra for all defendants in copyright cases.

• He also said that the commercial nature will not create a 
presumption against fair use.
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Campbell v. Acuff-Rose Music, 510 U.S. 569 
(1994)
• The Supreme Court held that:

• 1) The Sixth Circuit has committed error by focusing on the 
commercial nature of the song and holding that it was presumptively 
unfair.

• 2) The Sixth Circuit had committed error by not focusing on the fourth 
factor – the effect on the market

• 3) The Sixth Circuit had committed error by not considering the 
market for rap derivatives.

• The Court remanded the case to the Sixth Circuit; it was remanded 
back to the District Court…and then settled.

• But, the “more transformative the use” language remains !
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Other cases - Suntrust Bank v. Houghton Mifflin 
Co., 268 F.2d 1257 (11th Cir. 2001)

• Then, “transformative use” made it into literature.  In Suntrust Bank 
v. Houghton Mifflin Co., 268 F.2d 1257 (11th Cir. 2001), the Court had 
to consider whether The Wind Done Gone a parody of Gone With the 
Wind that could be a “fair use.”

• The District Court held that it was not “fair use,” and infringed.
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Other cases - Suntrust Bank v. Houghton 
Mifflin Co., 268 F.2d 1257 (11th Cir. 2001)
• The Eleventh Circuit held that The Wind Done Gone had taken the 

characters, the setting, and to a large extent, elements of the plot 
from Gone With the Wind.

• But…the Eleventh Circuit then said that the viewpoint of the story 
from the slaves’ perspective and the weakness of the white 
characters in The Wind Done Gone was highly transformative and 
was likely to be “fair use.”

• The 11th Circuit vacated the injunction and held that Houghton-Mifflin 
was likely to be successful on the merits.

• The case was remanded to the District Court and then settled.

• This was the first case that involved a full-length novel as “fair use.”
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Other Cases - Kelly v. Arriba Soft Corp., 336 
F.3d 811 (9th Cir. 2003), 
• “Fair use” was then applied to “thumbnail photographs” in Internet 

search results.

• In Kelly v. Arriba Soft Corp., 336 F.3d 811 (9th Cir. 2003), the Ninth 
Circuit held that “thumbnail” versions of photographs taken from 
webpages served a “different purpose” than the original; the 
“thumbnails” allowed users to find out what pictures were on which 
websites.  The originals were large photographs that were produced 
for aesthetic purposes.
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Bill Graham Archives v. Doring Kindersley, Ltd., 
448 F.3d 605 (2d Cir. 2006)

45

• DK, a publisher of a coffee-table book about the “Grateful Dead” wanted to 
include seven reduced-size images of Grateful Dead posters in the book.

• DK tried to license the images from the Bill Graham Archives, who was the 
copyright holder.

• The BG Archives wanted too much money; so they published it anyway.

• The Second Circuit said that the images served a different function from 
the originals.

• The posters in the book illustrated the timeline of the story; in the book 
the illustrations were to advertise future concerts and for the aesthetic 
appeal.  FAIR USE FOUND.



Other Cases - Blanch v. Koons, 467 F.3d 
244 (2d Cir. 2006).
• In Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006), the Second Circuit 

eliminated the satire/parody distinction.  If the work was “new” it 
was “fair use.”

• In that case, artist Jeff Koons took an image from a poster, and 
included a copy of it in a giant mural for the Berlin Guggenheim.
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Other Cases - Blanch v. Koons, 467 F.3d 
244 (2d Cir. 2006).
• Koons said that he was commenting on the banality of society.

• Koons states that he was inspired to create "Niagara" by a billboard 
he saw in Rome, which depicted several sets of women's lower legs. 
By juxtaposing women's legs against a backdrop of food and 
landscape, he says, he intended to "comment on the ways in which 
some of our most basic appetites — for food, play, and sex — are 
mediated by popular images." 

• "By recontextualizing these fragments as I do, I try to compel the 
viewer to break out of the conventional way of experiencing a 
particular appetite as mediated by mass media." 

• It was found to be “transformative” and a “fair use.”
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Other Cases - Cariou v. Prince, 714 F.3d 694 
(2d Cir. 2013), 
• In Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013), the district court held 

that Richard Prince’s work infringed Cariou’s book of photographs.

• The Second Circuit reversed in part.  It held as long as the words were 
“new works” then they could be fair use.  Twenty-five out of thirty 
were “transformative” fair uses.  The other five were remanded. 

• The case eliminated any sense of a parody in the Second Circuit.

• When Prince was asked what he was trying to do with the images, 
he said that he was just trying to make something new.

• Then the case settled.
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Other Cases - Cariou v. Prince, 714 F.3d 694 
(2d Cir. 2013)
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Authors Guild v. Google, Inc., 804 F.3d 202 (2d Cir. 
2015), cert. denied, __U.S.__, 136 S. Ct. 1658 
(2016)
• In Authors Guild v. Google, Inc., 804 F.3d 202 (2d Cir. 2015), cert. 

denied, __U.S.__, 136 S. Ct. 1658 (2016), Google digitized over 20 
million books without authorization from the publishers. 

• The Second Circuit held that “data searching” or “data mining” was a 
completely new use and held that it was a “fair use.”

• Note that in 2011, the Judge in the case rejected a proposed 
settlement because it was “unfair to authors,” and now he held that it 
was “fair use.”
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Cases in Which Fair Use Was Found

• Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 2019 U.S. Dist. 
LEXIS 110086 (S.D.N.Y. July 1, 2019). Andy Warhol’s use of a photographer’s 
shot of “Prince” was a fair use.  The Court found that the alterations in 
color and shading presented Prince as an “iconic, larger than life figure” 
and made the work “immediately recognizable as a Warhol.” The works 
were not substitutable. 

• Solid Oak Sketches, LLC v. 2K Games, Inc.,2020 U.S. Dist. LEXIS 53287 
(S.D.N.Y. Mar. 26, 2020). The use of professional basketball players cartoon 
images with their tattoos was a fair use. The tattoos as featured in the 
game did not serve as a substitute for use of the tattoos in any other 
medium. There was also no evidence that there was a market for licensing 
tattoos for use in video games or other media or that such a market is likely 
to develop. 
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New Cases - Fair Use Found

• Marano v. Metropolitan Museum of Art, 2020 U.S. Dist. LEXIS 122515 
(S.D.N.Y. July 13, 2020). The Met used a photograph of Eddie Van Halen in 
the catalogue for its exhibit on rock music.  Murano was the photographer 
of Van Halen.  The Court said, “..the Met used the Photograph in a scholarly 
context as a historical artifact to contextualize the ‘Frankenstein’ guitar.”

• It was put to a new use.

• The Met reduced the Photograph’s size;  other surrounding images and text 
limited its visual impact. 

• The fourth factor, the effect of the use upon the potential market for or 
value of the work, favored fair use because the Met’s use falls into a 
“transformative market,” not affecting the Photograph’s original market for 
photograph collectors of rock and roll legends or of Van Halen.
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Fair Use Found - Boesen v. United Sports Publs., Ltd., 2020 U.S. 
Dist. LEXIS 240935 (E.D.N.Y. Nov. 2, 2020)

• Michael Boesen, a professional photographer, owns the rights in a 
photograph that he took of professional tennis player, Caroline 
Wozniacki.

• On December 6, 2019, Wozniacki announced that she would be 
retiring through an Instagram post using a smaller and low resolution 
version of the photograph.

• The same day, defendant United Sports Publications published an 
online article about her retirement, and included her Instagram post 
as an embedded link.  United Sports did not have a license to use the 
photograph.
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Fair Use Found - Boesen v. United Sports Publs., Ltd., 2020 U.S. 
Dist. LEXIS 240935 (E.D.N.Y. Nov. 2, 2020)

• The court held that the article that United Sports published did not 
contain a “generic picture” of the tennis player at a young age, but 
was a report on the Instagram article, that contained the 
photograph.

• The court found that it was necessary to include the Instagram post 
to report on the Instagram post !?

• The photograph did not appear on its own, but appeared with her 
avatar, profile name, and additional text making it unlikely that the 
photograph would compete in the market in the original.

• Fair use found.
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Fair Use Not Found – Dr. Seuss Enterprises v. 
ComicMix, LLC, 983 F.3d 443 (9th Cir. 2020).

• Dr. Seuss Enterprises (DSE) publishes children’s books 
that were written by Dr. Seuss.

• Dr. Seuss was a perennially best-selling author with a 
well-known distinctive style.

• ComicMix is a publisher who did their own version of the 
Dr. Seuss book, called Oh, the Places You’ll Boldly Go, 
which included the Star Trek characters in the plot and 
used Dr. Suess’s book Oh, the Places You’ll Go to tell it.
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Fair Use Not Found – Dr. Seuss Enterprises v. 
ComicMix, LLC, 983 F.3d 443 (9th Cir. 2020).

• The Ninth Circuit held that the defendant’s book was not “transformative.”

• It was not a “new message.”

• It did not comment upon the original book or criticize the original book;  it 
merely used the book as a place in which to have the Star Trek characters.

• In this way, the Ninth Circuit appears to be holding on to the parody/satire 
distinction and held that it was not a “fair use.”

• See, Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d 1394 (9th

Cir. 1997 )(using a Dr. Seuss book to tell the story of the OJ Simpson trial --
The Cat Not in a Hat – was not a parody, and not “fair use.”)
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The Georgia State copyright infringement case -
Cambridge University Press v. Becker

• A case was filed in 2008 by Cambridge University Press, Oxford 
University Press, and Sage Press against the president of GSU, the 
head librarian, the provost, etc. (Sovereign Immunity prevents suing 
the University in name; one can only ask for prospective injunctive 
relief against the individuals.)

• In 2012, the District Court Judge held that of the 70 or so works in 
question,  many of them did not involve the real party in interest so 
there was no standing, and of the 25 or so works left, 5 of them were 
not “fair use.”

• The district court held that: 

• 1) all four factors should be afforded equal weight of 25% each.
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The Georgia State copyright infringement 
case.
• The Copyright Guidelines for copying were just guidelines, and 

because they were not in the statute, they could be ignored.

• There was a 10% of a book, or one chapter from a journal that was 
acceptable.

• If there were no digital licensing program at the publisher then that 
was in favor of fair use.

• All of the second factor favored fair use because the works were all 
college textbooks – they were informational (Regardless of the title. 
The Life of Berlioz was informational).

• Although there were only five excerpts that were fair use, GSU was 
the prevailing party, and was entitled to attorneys’ fees of close to 
$3 million.
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The Georgia State copyright infringement 
case.
• The Eleventh Circuit reversed (for the first time) in 2014.

• The Eleventh Circuit held that:

• 1) The Court shouldn’t use a mechanical 25%, 25%, 25%, 25% formula 
for fair use.  The factors should be on a case-by-case basis.

• 2) The Second factor did not always end up to be “informational.”

• 3) The 10% standard was too rigid.  It had to be on a case-by-case 
basis.

• 4) The attorneys’ fees award was vacated.

• The case was remanded.
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The Georgia State copyright infringement 
case.
• In 2016, Judge Evans, writing for the District Court again, came out with 

almost the exact ruling, but by making the four factors a little  different in 
weight. (Her second opinion).

• The rest of the opinion was basically the same.

• In 2018, the Eleventh Circuit again reversed Judge Evans, and admonished 
her for not following their instructions (Second reversal.)

• In 2020, Judge Evans came out with a third opinion, still using flawed 
methodology, this time finding that seven works were fair use (Her third 
opinion.)

• The publishers did not file a third appeal.

• Where is the case now ? Where it was before they started .
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Big Tech and What to Do ?
The Atlanta Journal’s home page with a VPN set to the 
Netherlands.
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